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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 104 and 105 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sandvig et al (EP 0,102,847) in view of Nestell et al (U.S. 6,000,814). 

Sandvig et al discloses a method of coating ophthalmic device. The method 
includes providing an abrasion-resistant coating material and applying the coating 
material to a mold surfaces by spraying, dipping, brushing, flow coating, and spin 
coating (Page 5, lines 26-30), reacting the coating such as by heating to form a dry film 
(Page 6, lines 15-20) to a partial reaction (Page 7, lines 6-10), after the desired level of 
reaction is obtained, the mold is assembled and filled with liquid organic material to 
provide the substrate (Page 7, lines 31-35), and the abrasion-resistant coating includes 
vinyl silanes and siloxanes or polysiloxanes (Page 9, lines 28-37) and the organic 
material includes acrylate monomers, acrylate oligomers, polymethylmethacrylate, and 
polycarbonate (Page 7, line 35 to Page 8, line 5). Sandvig et al is silent as to the 
method includes providing an intermediate or second coating between the abrasion- 
resistant coating or first coating and the organic material. However, providing an 
intermediate or a second coating between the first coating or the abrasion-resistant 
coating and the organic material is well known and conventional as shown for example 
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by Nestell et al. Nestell et al discloses a method of forming lens assembly with a hard 
coating. The method includes applying a protective or abrasion-resistant coating and 
any intermediate primer or second coating in a in-mold application technique to the 
same mold and then adding the lens material to the mold (Col 7, line 55 to Col 8, line 
28) with the intermediate primer coating is preferably comprises an acrylic based primer 
(Col 6, lines 34-35). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide an intermediate or second coating between the 
abrasion-resistant or first coating and the lens material as disclosed by Nestell et al in 
the method of Sandvig et al to provide or promote the adhesion of the abrasion-resistant 
or first coating to the lens material. (See Nestell et al, Col 9, lines 54-61) 
3. Claim 106 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sandvig et al (EP 0,102,847) in view of Nestell et al (U.S. 6,000,814) as applied to claim 
104 above, and further in view of Konishi et al (U.S. 5,462,806). 

Sandvig et al as modified above discloses the first and second coating can be 
applied using either an in-mold technique to form pre-formed and pre-coated lens or 
forming a pre-formed and uncoated lens and subsequently coating the lens with the 
coating layers (See Nestell et al, Col 7, line 55 to Col 8, line 12) but is silent as to 
second or primer coating includes a (meth)acryl silane. However, providing the second 
or intermediate coating of (meth)acryl silane is well known and conventional as shown 
for example by Konishi et al. Konishi et al discloses a method of forming a plastic lens. 
The method includes providing a second or primer coating between a hard or abrasion- 
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resistant coating and the lens material (Col 1, lines 52-59), wherein the primer coating 
includes methacryl group (Col 4, lines 32-33) such as 
methacryloxypropylmethyldiethoxysilane. (Col 5, lines 43-44) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide methacryl group with silane in the primer coating as 
disclosed by Konishi et al in the method of Sandvig et al as modified by Nestell et al to 
provide a lens with excellent scratch resistant and impact resistance. (See Konishi et 
al, Col 1, lines 44-48) 

4. Claims 41-57, 83-85, 88-94, 97, 98, 102, and 103 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Sandvig et al (EP 0,102,847) in view of Nestell et al 
(U.S. 6,000,814) and Konishi et al (U.S. 5,462,806). 

Regarding claims 41 and 103, Sandvig et al discloses a method of coating 
ophthalmic device. The method includes providing an abrasion-resistant coating 
material and applying the coating material to a mold surfaces by spraying, dipping, 
brushing, flow coating, and spin coating (Page 5, lines 26-30), reacting the coating such 
as by heating to form a dry film (Page 6, lines 15-20) to a partial reaction (Page 7, lines 
6-10), after the desired level of reaction is obtained, the mold is assembled and filled 
with liquid organic material to provide the substrate (Page 7, lines 31-35), and the 
abrasion-resistant coating includes vinyl silanes and siloxanes or polysiloxanes (Page 9, 
lines 28-37) and the organic material includes acrylate monomers, acrylate oligomers, 
and polymethylmethacrylate (Page 7, line 35 to Page 8, line 5). Sandvig et al is silent 
as to the method includes providing an intermediate or second coating between the 
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abrasion-resistant coating or first coating and the organic material and the second 
includes (meth)acryl silane. However, providing an intermediate or a second coating 
between the first coating or the abrasion-resistant coating and the organic material is 
well known and conventional as shown for example by Nestell et al. Nestell et al 
discloses a method of forming a lens assembly with a hard coating. The method 
includes applying a protective or abrasion-resistant coating and any intermediate primer 
or second coating in a in-mold application technique to the same mold and then adding 
the lens material to the mold (Col 7, line 55 to Col 8, line 28). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide an intermediate or second coating between the 
abrasion-resistant or first coating and the lens material as disclosed by Nestell et al in 
the method of Sandvig et al to provide or promote the adhesion of the abrasion-resistant 
or first coating to the lens material. (See Nestell et al, Col 9, lines 54-61) Sandvig et al 
as modified by Nestell et al discloses the first and second coating can be applied using 
either an in-mold technique to form pre-formed and pre-coated lens or forming a pre- 
formed and uncoated lens and subsequently coating the lens with the coating layers 
(See Nestell et al, Col 7, line 55 to Col 8, line 12) but is silent as to second or primer 
coating includes a (meth)acryl silane. However, providing the second or intermediate 
coating of (meth)acryl silane is well known and conventional as shown for example by 
Konishi et al. Konishi et al discloses a method of forming a plastic lens. The method 
includes providing a second or primer coating between a hard or abrasion-resistant 
coating and the lens material (Col 1, lines 52-59), wherein the primer coating includes 
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methacryl group (Col 4, lines 32-33) such as methacryloxypropylmethyldiethoxysilane. 
(Col 5, lines 43-44) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide methacryl group with silane in the primer coating as 
disclosed by Konishi et al in the method of Sandvig et al as modified by Nestell et al to 
provide a lens with excellent scratch resistant and impact resistance. (See Konishi et 
al, Col 1, lines 44-48) 

Regarding claim 42, Sandvig et al discloses the coating replicate the mold 
surface (Page 5, lines 15-18), which required the coating to completely cover in order to 
replicate mold surface. 

Regarding claim 43, Sandvig et al discloses the coating is reacted to a degree to 
form a dry film, which replicates the mold face in an aberration-free manner. (Page 6, 
lines 15-17) 

Regarding claim 44, Sandvig et al discloses the coating is partially reacted within 
certain limits. (Page 6, lines 20-22) 

Regarding claim 45, Sandvig et al discloses the coating is partially reacted by 
exposing it to a temperature in the range of about 35°C to 100°C for from about one to 
ten minutes. (Page 6, lines 26-29) 

Regarding claims 46 and 47, Sandvig et al discloses the coating is reacted to a 
degree of unsaturation of from about 30% to 90% or preferably from about 55% to about 
70%. (Page 6, lines 31-37) 
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Regarding claims 48 and 49, Sandvig et al discloses both thermal initiators and 
radiation initiators. (Page 15, line 28 to Page 16, line 24) 

Regarding claims 50, 54, and 88, Sandvig et al is silent as to the method 
includes providing an intermediate or second coating between the abrasion-resistant 
coating or first coating and the organic material and the second includes (meth)acryl 
silane. However, providing an intermediate or a second coating between the first 
coating or the abrasion-resistant coating and the organic material is well known and 
conventional as shown for example by Nestell et al. Nestell et al discloses a method of 
forming lens assembly with a hard coating. The method includes applying a protective 
or abrasion-resistant coating and any intermediate primer or second coating in a in-mold 
application technique to the same mold and then adding the lens material to the mold 
(Col 7, line 55 to Col 8, line 28), which would co-react all the layers or coatings. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide an intermediate or second coating between the 
abrasion-resistant or first coating and the lens material as disclosed by Nestell et al in 
the method of Sandvig et al to provide or promote the adhesion of the abrasion-resistant 
or first coating to the lens material. (See Nestell et al, Col 9, lines 54-61) 

Regarding claim 51, Sandvig et al discloses the first coating includes 
methacryloxypropyltrimethoxy silane. (Page 15, lines 6-16) 

Regarding claim 52, Sandvig et al discloses using free radical initiators. (Page 
16, lines 1-5) 
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Regarding claims 53, 55, and 56, Sandvig et al discloses reacting the coating by 
heat curing (Page 6, lines 15-25), which form a dry film, i.e. remove the solvent with 
thermal energy, and further post curing the lens and coating after hardening of the lens 
material to sufficient to assure essentially complete the reaction of the coating, which no 
additional reaction will occurs. (Page 8, line 33 to Page 9, line 5) 

Regarding claim 57, Sandvig et al discloses post curing using same techniques 
to cure the coating, i.e. heating at 35°C to 85°C for up to 16 hours (Page 8, line 6-10 
and Page 8, lines 33 to Page 9, line 5) 

Regarding claims 83-85, Sandvig et al as modified above is silent as to the lens 
is subjected to additional treatment such as applying anti-reflection stack layers. 
However, providing anti-reflection layers to a pre-formed lens is well known and 
conventional as shown for example by Konishi et al. Konishi et al discloses a method 
forming plastic lens. The method includes providing anti-reflection film on the surface of 
the hard or first coating after the coating is formed on the lens. (Col 7, line 51 to Col 8, 
line 4) 

It would have been obvious to one of ordinary skill in the art at the time the . 
invention was made to provide anti-reflection film on the hard or first coating after the 
coating has been applied to the lens as disclosed by Konishi et al in the method of 
Sandvig et al as modified by Nestell et al to provide a lens with excellent in scratch 
resistance and impact resistance. (See Konishi et al, Col 1 , lines 44-48) 

Regarding claims 89-91 , Sandvig et al as modified above is silent as to the 
primer coating includes (meth)acryl silane in the range from 30% to 100% or 50% to 
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90% and the (meth)acryl silane is methacryloxypropyltrimethoxysilane. However, 
providing (meth)acryl silane in the range from 10% to 80% and the (meth)acryl silane is 
methacryloxypropyltrimethoxysilane is well known and conventional shown for example 
by Konishi et al. Konishi et al discloses a method of forming plastic lens. The method 
includes providing a primer layer or intermediate coating with 10% to 80% of a resin 
with methacryloxypropylmethoxysilane. (Col 2, lines 48-56 and Col 5, lines 43-44) 

It would have been obvious to one of ordinary skill in the art at the time the 
' invention was made to provide methacryloxypropyltrimethoxysilane in the range from 
10% to 80% as disclosed by Konishi et al in the method of Sandvig et al as modified by 
Nestell et al to provide a lens with excellent in scratch resistance and impact resistance. 
(See Konishi et al, Col 1, lines 44-48) 

Regarding claim 92, Sandvig et al discloses the organic material includes 
acrylate monomers. (Page 8, lines 1-5) 

Regarding claims 93 and 94, Sandvig et al discloses the first coating has a 
thickness 0.5 to 50 jam thick. (Page 5, lines 7-10) 

Regarding claims 97 and 98, Sandvig et al as modified above is silent as to the 
thickness of the primer coating. However, providing a primer coating of thickness of 
0.05 |um to 5 (im is well known and conventional as shown for example by Konishi et al. 
Konishi et al discloses a method of forming a plastic lens. The method includes 
providing a primer coating between the hard or abrasion-resistant coating and the lens 
material (Col 1 , lines 52-58) with a thickness of 0.05 |um to 5 ^im (Col 3, lines 34-42) 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide a primer coating with a thickness of 0.05 jam to 5 |^m as 
disclosed by Konishi et al in the method of Sandvig et al as modified by Nestell et al to 
provide a lens with excellent in scratch resistance and impact resistance. (See Konishi 
et al, Col 1 , lines 44-48) 

Regarding claim 102, Sandvig et al as modified above is silent as to the 
abrasive-resistant or the primer coating includes particulate fillers with an average 
diameter range from 10 nm to 80 nm diameter. However, providing particulate fillers 
with average diameter range from 10 nm to 80 nm diameters is well known and 
conventional as shown for example by Konishi et al. Konishi et al discloses the hard or 
the abrasive-resistant coating or the primer coating includes fine particle of inorganic 
material such as silicon dioxide, aluminum trioxide, titanium dioxide, zirconium dioxide, 
tin dioxide, antimony trioxide with an average diameter of 1 to 300 nm or 5 to 200 nm 
(Col 5, lines 50-68), which would be inert and would also modify the refractive index of 
the coatings (Col 5, lines 50-54). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide particulate fillers with an average diameter range from 1 
nm to 300 nm diameter in the abrasive-resistant or the primer coating as disclosed by 
Konishi et al in the method of Sandvig et al as modified by Nestell et al to provide 
improved surface hardness. (See Konishi et al, Col 5, lines 52-54) 
5. Claims 86 and 87 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sandvig et al (EP 0,102,847) in view of Nestell et al (U.S. 6,000,814) and Konishi 
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et al (U.S. 5,462,806) as applied to claim 41 above, and further in view of Singh et al (U. 

5. 5,204,126). 

Sandvig et al as modified above is silent as to the mold surface includes mold 
release agent in the form of a silane or fluorochemical treatment. However, providing 
mold with release agent by treating the surface with silane or fluorochemical is well 
known and conventional as shown for example by Singh et al. Singh et al discloses a 
method of forming ultra thin release films on the mold surfaces. The method includes 
forming a film with fluorinated alkyl group or silane or siloxane onto the surface of the 
mold surface (Col 4, lines 48-59) and the film has a thickness of not more than 0.5 urn 
or not more than 10 nm. (Col 7, lines 23-30) 

It would have been obvious to one of ordinary skill in the at the time the invention 
was made provide very thin silane or fluorochemcial film as a release agent to the mold 
surface as disclosed by Singh et al in the method of Sandvig et al as modified by 
combination of references to allow the casting of the optical lenses to be easily released 
from the surface of the mold without damaging the lens. (See Singh et al, Col 1, lines 
50-55) 

6. Claims 99-101 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sandvig et al (EP 0,102,847) in view of Nestell et al (U.S. 6,000,814) and Konishi et al 
(U.S. 5,462,806) as applied to claim 41 above, and further in view of Takamizawa et al 
(U.S. 5,096,626). 

Sandvig et al as modified above is silent as to the anti-reflection layers includes a 
stack of layers with a cumulative thickness range from 0.5 ^m to 20 |am or 1 .5 ^m to 5 
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|im with alternate high and low refractive index layers. However, providing anti- 
reflection layers as multi-layers with a cumulative thickness ranged from 0.5 |im to 20 
|iin or 1 .5 jam to 5 jam with alternate high and low refractive index layers on the first and 
second coating layers is well known and conventional as shown for example by 
Takamizawa et al. Takamizawa et al discloses forming anti-reflecting film as multi- 
layers having different indices of refraction varied in the direction of the thickness film 
and the thickness of the film can be adjusted by selection of a solvent or a coating 
method, which is considered to be any desired thickness and includes 0.5 |im to 20 jam 
or 1 .5 jam to 5 ^im. (Col 6, lines 23-37) 

It would have been obvious to one of ordinary skill in the at the time the invention 
was made to provide anti-reflecting film as multi-layers having different indices of 
refraction varied in the direction of the thickness of the film and the thickness of the film 
can be adjusted by selection of the a solvent or a coating method, which is considered 
to be any desired thickness and includes 0.5 |iim to 20 |um or 1 .5 ^m to 5 j^m as 
disclosed by Takamizawa et al in the method of Sandvig et al as modified by the 
combination of references to provide hard coat film and anti-reflecting film with excellent 
adhesion between the lens and film with no defects. (See Takamizawa et al, Col 2, 
lines 5-13) 

7. Claim 107 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sandvig et al (EP 0,102,847) in view of Nestell et al (U.S. 6,000,814) and Konishi et al 
(U.S. 5,462,806). 
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Sandvig et al discloses a method of coating ophthalmic device. The method 
includes providing an abrasion-resistant coating material and applying the coating 
material to a mold surfaces by spraying, dipping, brushing, flow coating, and spin 
coating (Page 5, lines 26-30), reacting the coating such as by heating to form a dry film 
(Page 6, lines 15-20) to a partial reaction (Page 7, lines 6-10), after the desired level of 
reaction is obtained, the mold is assembled and filled with liquid organic material to 
provide the substrate (Page 7, lines 31-35), and the abrasion-resistant coating includes 
vinyl silanes and siloxanes or polysiloxanes (Page 9, lines 28-37) and the organic 
material includes acrylate monomers, acrylate oligomers, polymethylmethacrylate, and 
polycarbonate (Page 7, line 35 to Page 8, line 5). Sandvig et al is silent as to the 
method includes providing an intermediate or second coating between the abrasion- 
resistant coating or first coating and the organic material. However, providing an 
intermediate or a second coating between the first coating or the abrasion-resistant 
coating and the organic material is well known and conventional as shown for example 
by Nestell et al. Nestell et al discloses a method of forming lens assembly with a hard 
coating. The method includes applying a protective or abrasion-resistant coating and 
any intermediate primer or second coating in a in-mold application technique to the 
same mold and then adding the lens material to the mold (Col 7, line 55 to Col 8, line 
28) with the intermediate primer coating is preferably comprises an acrylic based primer 
(Col 6, lines 34-35). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide an intermediate or second coating between the 
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abrasion-resistant or first coating and the lens material as disclosed by Nestell et al in 
the method of Sandvig et al to provide or promote the adhesion of the abrasion-resistant 
or first coating to the lens material. (See Nestell et al, Col 9, lines 54-61) Sandvig et al 
as modified above discloses the first and second coating can be applied using either an 
in-mold technique to form pre-formed and pre-coated lens or forming a pre-formed and 
uncoated lens and subsequently coating the lens with the coating layers (See Nestell et 
al, Col 7, line 55 to Col 8, line 12) and the intermediate primer coating is preferably 
comprises an acrylic based primer (See Nestell et al, Col 6, lines 34-35) but is silent as 
to second or primer coating includes a (meth)acryl silane. However, providing the 
second or intermediate coating of (meth)acryl silane is well known and conventional as 
shown for example by Konishi et al. Konishi et al discloses a method of forming a 
plastic lens. The method includes providing a second or primer coating between a hard 
or abrasion-resistant coating and the lens material (Col 1, lines 52-59), wherein the 
primer coating includes methacryl group (Col 4, lines 32-33) such as 
methacryloxypropylmethyldiethoxysilane. (Col 5, lines 43-44) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide methacryl group with silane in the primer coating as 
disclosed by Konishi et al in the method of Sandvig et al as modified by Nestell et al to 
provide a lens with excellent scratch resistant and impact resistance. (See Konishi et 
al, Col 1, lines 44-48) 
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Response to Arguments 

8. Applicant's arguments filed August 21 , 2007 have been fully considered but they 
are not persuasive. 

9. In response to applicant's argument of the examiner has initial burden of 
establishing a factual basis with articulated reasoning to support the legal conclusion of 
obviousness, the examiner has provided the reasoning as disclosed by Nestell et al of 
providing a primer coating to promote the adhesion of the protective coating to the lens. 
(See Nestell et al, Col 9, lines 54-61) 

1 0. In response to applicant's argument that Nestell et al and Sandvig are 
nonanalogous art, it has been held that a prior art reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular problem 
with which the applicant was concerned, in order to be relied upon as a basis for 
rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 
(Fed. Cir. 1992). In this case, Nestell et al is in the field of Sandvig's endeavor since 
Nestell et al discloses forming a lens assembly with a hard coating or protective coating 
to the lens, which is in the same field of endeavor of Sandvig for forming lens. 

11. In response to applicant's argument of Nestell et al's lens is a polycarbonate lens 
and traditionally obtained by injection molding and subsequent coatings being formed 
on the lens, the examiner disagrees, since Sandvig discloses the lens material includes 
polycarbonate and is formed after application of the hard coating to the mould (See 
Sandvig, Page 6, lines 3-25 and Page 7, line 31 to Page 8, line 10), therefore, the 
polycarbonate lens is not limited to traditional formation by injection molding. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sing P. Chan whose telephone number is 571-272- 
1225. The examiner can normally be reached on Monday-Thursday 7:30AM-1 1:00AM 
and 12:00PM-4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Philip C. Tucker can be reached on 571-272-1095. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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12. In response to applicant's argument of there is no reason to introduce an 
intermediate film in the lens of Sandvig, the examiner disagrees, although Sandvig 
discloses the film composition forms an intimate bond with the substrate and withstand 
repeated exposure to freeze/thaw cycles, but is silent as to the if the coating is capable 
of withstanding impact, which causes abrasion. Therefore, one of ordinary skill in the 
art would be motivated to provide addition adhesion promotion to improve adhesion of 
the abrasion resistance coating to the substrate. 

1 3. In response to applicant's argument of Nestell et al does not discloses 
intermediate primer coating is applied substantially covered by the protective coating, 
the examiner disagrees, since Nestell et al does show the intermediate primer coating 
(27d) and the protective coating (27a) are the same sizes (See Figure 9), therefore, 
Nestell et al does show the primer coating is substantially covered by the protective 
coating. Furthermore, this limitation is not recited in any claims. 

14. In response to applicant's argument of Nestell et al does not discloses treating 
the intermediate coating, the examiner disagrees, since Nestell et al discloses the 
coating can be applied with in-mold coating (Col 8, lines 13-18) and Sandvig discloses 
the coating applied to the mold is cured or treated prior to adding the lens resin to the 
mold, therefore, the treating or curing of the second intermediate coating is required 
prior to addition of the lens material. 

1 5. In response to applicant's argument of the claim does not require any gasket 
material, the examiner agrees, but the claims are open claim with "including" as the 
transitional phase and therefore does not exclude the gasket. 



